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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-5, drawn to an intellectual property expense management 
system having progress and attaching units, classified in class 705, 
subclass 34. 

II. Claims 6-8, 10-12, and 14-16, drawn to an expense management system 
having a business partner terminal and means for calculating debits and 
determining the accuracy of debit data, classified in class 705, subclass 
34. 

III. Claims 9, 13, and 17, drawn to an expense management system having a 
business partner terminal and means for estimating debit information 
based on past records, classified in class 705, subclass 34. 

Inventions I, II and III are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different designs, 
modes of operation, and effects (MPEP § 802.01 and § 806.06). In the instant case, the 
different inventions have different designs and modes of operation. 

During a telephone conversation with Alex Chartove on October 27, 2008 a 
provisional election was made without traverse to prosecute the invention of group II, 
claims 6-8, 10-12, and 14-16. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1-5, 9, 13, and 17 are withdrawn from further 



Application/Control Number: 10/797,603 Page 3 

Art Unit: 3627 

consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 6-8, 10-12, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable overTimmons et al. (US 2004/0088190) alone. 

Regarding claims 6, 10, and 14, Timmons discloses an expense management 
system including a business partner terminal (data warehouse, 1104, Fig. 2) that sends 
invoice information (includes billing or debit data, par. 15, par. 25) and an expense 
management apparatus (generally 700, Fig. 2) that manages the received invoice 
information (par. 18), wherein the expense management apparatus includes means to 
calculate debit information (determines charges in their records, par. 18) and accuracy 
determining means for comparing the calculated debit information with the debit 
information sent from the business partner terminal (charges on invoice are compared 
to their records, par. 6, par. 18) and determining whether the sent debit information 
corresponds to the calculated debit information (looks for discrepancies or errors, par. 6, 
par. 18). 
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The system of Timmons differs from the claimed invention in that the calculated 
debit information is not shown to be based on the sent invoice information. 

However, the calculated debit information could be based on a variety of data, 
such as invoice data, in-store sales records, third party data, etc. The particular data 
used to calculate the debit information would not affect the nature or functioning of the 
invention and would be a matter of design choice. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system of Timmons so that the calculated debit information is 
based on the sent invoice information to provide a means for generating debit 
information when other data sources are not available. 

Regarding claim 7, the apparatus includes a notification means to send a 
verification request to the business partner terminal when it is determined that the 
calculated and sent debit information do not correspond (facility may request a credit 
memo if discrepancies are found, par. 18). Regarding claim 8, the apparatus includes 
estimation means (past records, par. 18) for determining debit information without using 
invoice information. Regarding claims 11,12, 15, and 16, the features of the invention 
recited in these claims have already been addressed in the rejection above. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure and are cited on PTO Form 892 enclosed herewith. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER R. BUCHANAN whose telephone 
number is (571)272-8134. The examiner can normally be reached on Mon.-Fri. 9:00am 
- 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ryan Zeender can be reached on 571-272-6790. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/C. R. B./ 

Examiner, Art Unit 3627 
/F. Ryan Zeender/ 

Supervisory Patent Examiner, Art Unit 3627 



